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July 30, 2021 
 
 
Ms. Virginie Ethier  
Assistant Commissioner and Director General  
Patent Branch, Canadian Intellectual Property Office  
Innovation, Science, and Economic Development Canada 
Place du Portage, Phase 1 
50 Victoria Street, Room 807A 
Gatineau, Quebec  K1A 0C9 
 
By email only: virginie.ethier@canada.ca  
 
 
Dear Ms. Ethier,  
 
On behalf of Innovative Medicines Canada (“IMC”) and its membership, I am writing with respect to the 
proposed amendments to the Patent Rules that were published in the July 3, 2021, issue of the Canada 
Gazette, Part I (“the proposed amendments”).1  
 
IMC is the national voice of Canada’s innovative pharmaceutical industry. We represent 47 member 
companies, ranging from established organizations to fledgling startups, all of whom are dedicated to 
improving the lives of Canadians. IMC advocates for policies that enable the discovery, development and 
commercialization of innovative medicines and vaccines. 
 
IMC understands that the proposed amendments serve to bring Canada into compliance with its obligations 
under the Canada-United States-Mexico Agreement (CUSMA),2 and streamline the patent examination 
process. To do so, the proposed amendments introduce new features targeting applications that contain a 
high number of claims. While these new features are not specific to a particular industry, pharmaceutical 
patents often contain a high number of claims due to the nature of the subject matter and due to challenges 
related to double patenting. 
 
For example, applicants who voluntarily file divisional applications do not benefit from double patenting 
protection, and are vulnerable to both same-invention and obviousness-type double challenges within the 
patent examination process and in any subsequent litigation proceedings. While the United States provides 
a mechanism to mitigate obviousness-type double patenting issues for patents that are commonly owned, 
there is no similar mechanism to address this issue in Canada. As a result, a large number of claims may be 
pursued in a patent application of first instance in Canada because of the double patenting risks associated 
with voluntary divisional practice. 

 

 

1 Canada Gazette, Part I, Volume 155, Number 27: Rules Amending the Patent Rules, (July 3, 2021), available at 
https://canadagazette.gc.ca/rp-pr/p1/2021/2021-07-03/html/reg3-eng.html. 
2 Canada-United States-Mexico Agreement, December 10, 2019, (entered into force July 1, 2020) [CUSMA]. 
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In the Regulatory Impact Analysis Statement (RIAS) accompanying the proposed amendments,3 it is 
acknowledged that there are underlying issues with the Canadian patent system contributing to the 
prevalence of applications with a high number of claims and protracted prosecution. The prohibition against 
submitting post-filing evidence to demonstrate the utility of claims, and the restricted scope of patentable 
subject matter, particularly in respect of innovation in the areas of personalized medicines, are examples of 
Canada-specific practices that create unique challenges for applicants. Unlike the European Patent Office, 
the Canadian Intellectual Property Office (CIPO) does not permit preferred features which may add many 
additional dependent claims to obtain the same protection. Unfortunately, the proposed amendments do 
not adequately address these underlying issues, and instead increase both the complexity and cost of patent 
prosecution in Canada. 
 
Notably, while larger multi-national companies may be able to pay excess claim fees, the imposition of 
additional costs may disproportionately impact smaller biotechnology companies and start-ups. Such small-
to-medium enterprises may be forced to consider reducing the scope of protection sought in Canada in 
order to save costs which could negatively impact overall patent coverage and future investment. The RIAS 
also justifies the introduction of excess claim fees by making reference to similar fees imposed by the five 
largest intellectual property offices. However, since market exclusivity is greater in such jurisdictions, the 
value of the patent is higher there than in the Canadian market. An alternative approach to avoid misuse of 
patent term adjustment with less administrative burden to CIPO and less cost to applicants would be to 
prescribe forfeiture or waiver of patent term adjustment in lieu of paying surcharges for applications with 
more than twenty claims. 
 
While IMC appreciates the goal of optimizing the patent examination process, we urge CIPO to consider 
taking concrete steps to address these underlying issues going forward under the Patent Act, in order to 
make meaningful improvements to the patent examination process for all parties involved. IMC would be 
happy to work with your office with respect to that endeavor.  
 
Thank you for your consideration. Please do not hesitate to contact IMC if you have any additional 
questions. 
 
With Kind Regards,  
 

 
 
Declan Hamill 
Vice President, Policy, Regulatory, and Legal Affairs 
 
cc: ic.cipo-consultations-opic.ic@canada.ca 

 

 

3 Supra note 1, “Regulatory Impact Analysis Statement”. 
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