
 
 
 
 

 

329 Churchill Ave N 
Ottawa, Ontario 
Canada 
K1Z 5B8 

  

Telephone: (613) 521-8844 
Fax: (613) 249-7207 

 

 
July 27, 2021 

 
Virginie Ethier BY EMAIL ONLY 
Assistant Commissioner and Director General, Patent Branch 
Canadian Intellectual Property Office 
Department of Industry 
Place du Portage I 
50 Victoria Street, Room 807A 
Gatineau, Quebec K1A 0C9  

 
Dear Ms. Ethier: 
 

Re: Proposed Rules Amending the Patent Rules 

 

Please consider the following to be our representations concerning the Rules Amending the 

Patent Rules proposed in the Canada Gazette (Part I, Vol. 155, No. 27, pgs. 3712 to 3778) on 

July 3, 2021 (“Amending Rules”).  While some of the proposed changes in the Amending Rules 

are welcome, particularly the Conditional Notice of Allowance program, the proposed Rules as a 

whole do not account for Canadian practice, and will likely operate to the detriment of 

applicants.  In particular, Brion Raffoul submits that: 

 

(1) without other mechanisms for preserving claim scope, the proposed Excess Claims Fees 

are likely to lead to loss of rights for many applicants, particularly foreign applicants; and 

(2) the Continued Examination requirement does not account for Examiner-caused delays. 

 

(1) Excess Claims Fees are likely to lead to loss of claim scope 

The Amending Rules (80(1), 87(1)) propose to implement fees of $100 per claim for each 

claim in excess of 20, in contrast to the current practice, wherein no excess claims fees are 

charged.  Implementing excess claims fees without providing a reliable method for 

preserving claim scope is likely to result in loss of rights for many applicants.   

Divisional applications voluntarily filed by an applicant are often subject to double-patenting 

rejections.  Canadian law provides no straight-forward mechanism for addressing double-

patenting (such as the Terminal Disclaimer option available in the US).  As such, to avoid 
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long prosecutions for double-patenting rejections while preserving application scope, many 

Canadian applicants initially file large claim sets to prompt multiple-invention rejections by 

the Office.  Divisional patent applications filed to address such rejections are insulated from 

double-patenting allegations.   

The proposed excess claims fees will make this standard practice impractical for most 

applicants.  Although additional claims may be introduced after a Request for Examination, a 

resulting multiple-inventions Office Action would still count towards the RCE cap (discussed 

more below).  Moreover, such an approach would do nothing to decrease pendency as 

intended, but rather make prosecution more complex, more time-consuming, and much more 

expensive.   

Notably, Canada also lacks other mechanisms used to preserve claim scope in 

jurisdictions where excess claims fees are charged.  For example, US continuation practice 

allows multiple separate claim sets to be filed as separate applications based on a single 

specification, thus expanding the family without requiring substantial excess claims fees.  As 

another example, issued European claims frequently feature claim drafting techniques that 

yield compact claim sets, such as including multiple alternatives in a single claim.  

Unfortunately, many of those techniques are currently barred in Canada.  Transforming 

European claims into Canadian claims of equivalent scope is thus often only possible by 

significantly increasing the number of claims.  If excess claims fees are to be charged without 

adopting such mechanisms, the only option left to applicants is to pay significantly higher 

fees to preserve claim scope that would otherwise be lost. 

Brion Raffoul submits that the proposed excess claims fees mechanism, rather than 

improving outcomes for applicants or reducing burdens on the Office, simply introduces 

additional complexities and costs.   

 

(2) Continued Examination requirement does not account for Examiner-caused delays 

Under the Amending Rules (85.1), an applicant is only entitled to receive three (3) Office 

Actions before a Request for Continued Examination (RCE) is required for an additional fee.  

This requirement is apparently intended to reduce delays caused by applicants.  However, 

under current practice, Office Actions are frequently issued in a piecemeal fashion.  

Examiners frequently do not address all possible rejections and objections in a single 

Office Action, but rather address separate issues in separate Office Actions, thereby delaying 

prosecution times.   

Capping the number of issued Actions can only be fair to applicants if each of those Actions 

fully details all rejections and objections, thus providing the applicant with a full opportunity 

to respond.  Otherwise, applicants will be pushed towards RCE and its associated costs, 

through no fault of their own. 
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CONCLUSION AND RECOMMENDATIONS 

The Amending Rules as proposed do not account for the ways in which Canadian practice 

differs from that of other jurisdictions.  In particular, the proposed changes do not address the 

current examination practice of issuing incomplete Office Actions that do not fully detail all 

rejections.  Further, the proposed excess claims fee mechanism does not account for double-

patenting or Divisional practice in Canada, or for Canada-specific claim drafting, but merely 

introduces additional delays and costs.  

 
Brion Raffoul urges CIPO to implement at least the following practice changes to address these 
concerns: 

 

(1) Exempt multiple-invention rejections from the cap of three (3) Office Actions before an 

RCE is required, to allow Divisional applications to be sought without excess claims 

fees or RCE risk,  

 OR provide for US-style Continuation practice; and 

(2) Ensure that Examiners fully detail all rejections in each Office Action, including 

rejections to dependent claims, along with pin-point citations to the relevant prior art. 

Brion Raffoul appreciates the opportunity to provide our comments on this matter.  
 
 
Sincerely, 
BRION RAFFOUL  

 
 
 
 
Natalie Raffoul, P.Eng. (Electrical), J.D.  Art Brion, LL.B., B. Eng. 
Lawyer & Registered Patent Agent   Lawyer & Registered Patent Agent 
 


