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Montreal, April 29, 2021 
 

 
Object : Feedback on the proposed amendments to the Patent Rules (the Rules) 
 
To : Canadian Intellectual property Office, Consultation Mailbox (ic.cipo-consultations-opic.ic@canada.ca ) 
 
From     : Ericsson Canada’s Patent Team 
 
 
 
Dear all, 
 
 

The Canadian Intellectual Property Office is seeking feedback from members of the patent community on the 
proposed amendments to the Patent Rules (the Rules) that were published in Part I of the Canada Gazette on 
July 3, 2021. 

 
On behalf of members of the Ericsson Canada’s Patent Team, please find our feedback regarding the proposed 
amendments to the Rules.  
 
Our team is one of Ericsson’s Patent Groups supporting the company’s R&D sites. Our mandate includes the 
patent support of the sites in Montreal, Ottawa, and Toronto, along with further global responsibilities in 
several technology domains. Our fifteen members include patent agents, patent attorneys, and patent 
paralegals. Most of us are certified to work in front of CIPO and the USPTO, and a significant part of our patent 
work involves Canadian practice with CIPO.    
 
Our desire in the present submission is to comment not so much directly on what the present amendment 
propose, but more so on what the present amendments seem not to address.  
 
The proposed amendments, as described by Industry Canada, address the “Timeliness in patent application 
processing (described as) a key pillar in the overall business strategy of the Canadian Intellectual Property Office 
(CIPO)”. Among other proposed changes, “The proposed amendments would introduce reasonable limits on 
patent application processing and application sizes, while also providing the flexibility to exceed those limits, 
subject to conditions. New to the Canadian patent system would be a request for continued examination 
requirement, which would encourage faster disposal of patent applications. A new fee for excess claims over 20 
claims would encourage applicants to file compact application sizes and would discourage the filing of an 
unnecessarily large number of claims during the examination.”  
 

http://www.ericsson.com/
mailto:ic.cipo-consultations-opic.ic@canada.ca
mailto:ic.cipo-consultations-opic.ic@canada.ca
http://synergis.ic.gc.ca/t/1147009/3201255/8759/61/
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We have reviewed the proposed changes and we understand their rationale.   
 
Together, the proposed changes are expected to contribute - in CIPO’s view - to a more efficient patent 
prosecution in Canada, a higher predictability of the length of time associated with the prosecution, while also 
providing the Applicants with the flexibility provided by a continuation practice already available in several 
other jurisdictions.  
 
On this last point, we respectfully submit that the present proposed amendments, if they are to align Canadian 
patent practice with other major jurisdictions, would gain to be complemented by further changes, to the Rules 
or the Act, pushing a clearer framework around voluntary divisional patent practice, which is both available and 
utilized both in US and Europe for a long time.  
 
While the filing of Applicant-initiated, voluntary divisional patent applications is permitted and widespread in US 
and European practice, in Canada it is risky for the Applicant, mostly because of i) the lack of a terminal 
disclaimer practice (like in the US) that can shield the public from any undue extensions of the term for the 2nd 
patent, while also shielding the Applicant from the issue of invalidity as asserted by the Supreme Court of 
Canada in  Whirlpool Corp v. Camco In., 2000 SCC 67., and ii)  the fact that Canadian Courts use the double-
patenting basis to invalidate even patents expiring on the same date.   
 
We refer to the article https://bricsandbeyond.blog/2020/05/01/filing-a-divisional-application-in-canada-part-
6/ where the authors clearly detail the risks for the Applicants in Canada to use voluntary divisionals, and 
concludes “In effect, voluntarily filed divisional applications should be avoided in Canada where possible”.  
 

“ […] 
Voluntary Divisional 
Voluntary divisionals are where double patenting concerns arise.  Specifically, in Whirlpool 
Corp v. Camco In., 2000 SCC 67, the Supreme Court of Canada confirmed that an inventor 
is only entitled to one patent of each invention.  A patentee who claims successive patents 
for a single invention by way of obvious variations unlawfully extends the scope of 
the patent term, such that the second patent is invalid on the basis of double patenting.  
Note that a double patenting objection during prosecution of a divisional is not fatal if the 
applicant can amend claims and/or argue to traverse. 
 
In Canada, the double patenting prohibition comprises 2 branches: 

1. A “same invention” or “coterminousness” branch; and 
2. An “obviousness” branch. 
 
The “same invention” or “coterminousness” branch is similar to statutory double patenting 
in the U.S., where claims of a pending application and an issued patent cannot have the 
same exact (identical) scope.  An applicant needs to amend pending divisional claims to 
overcome this objection. 

http://www.ericsson.com/
https://en.wikipedia.org/wiki/Whirlpool_Corp_v_Camco_Inc
https://bricsandbeyond.blog/2020/05/01/filing-a-divisional-application-in-canada-part-6/
https://bricsandbeyond.blog/2020/05/01/filing-a-divisional-application-in-canada-part-6/
https://en.wikipedia.org/wiki/Whirlpool_Corp_v_Camco_Inc
https://en.wikipedia.org/wiki/Whirlpool_Corp_v_Camco_Inc
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The “obviousness” branch is similar to “obviousness-type” double patenting in the U.S., and 
the applicant will have to amend pending claims or argue with the Patent Office. Under 
this branch, the claims of a pending application (such as a divisional application) must be 
patentably distinct (meaning novel and nonobvious) over the claims of an issued patent or 
co-pending application.  In the U.S., in most instances, an obviousness-type double 
patenting rejection can be obviated by the filing of a terminal disclaimer.  However, 
Canadian law does not provide for a terminal disclaimer. [Emphasis Added] 

Therefore, an Applicant filing a voluntary divisional in Canada must be very careful to make 
sure that the claims of its divisional application: (1) do not claim the same invention as the 
parent application; and (2) are patentably distinct over the claims of the parent 
application. 

Similar to the U.S., an issued patent can be invalidated for double patenting in Canada.  
Once a patent has issued, it may still be possible in Canada to cure a deficiency by 
disclaimer or reissuance, if the double patenting arose due to mistake. 

As a matter of practice, the best option in Canada is to file all claims of interest in the 
parent application, and allow the Examiner to make an assessment of whether there is 
more than one invention so that a formal unity objection (i.e., requirement for division) is 
on record before a divisional application is filed.  In effect, voluntarily filed divisional 
applications should be avoided in Canada where possible. [Emphasis Added]. 

 

The absence of terminal disclaimers practice in Canada thus seems to be a subtle but important difference 
between the US practice and Canadian practice when it comes to voluntary divisional patent applications. The 
effect of which is that voluntary divisional practice in Canada is limited because dangerous to the Applicant.  

Moreover, as noted in https://www.smartbiggar.ca/insights/publication/double-patenting-the-canadian-
perspective-for-u-s-practitioners, there is a further hurdle in Canadian practice with respect to 

voluntary divisionals. “In Canada, the judicially created double patenting doctrine appears to have 

been created to prevent patent owners from extending patent protection beyond the statutorily 
afforded term.  Prior to amendments to the Canadian Patent Act on October 1, 1989, which changed 

the term for a Canadian patent from seventeen years from patent issuance to twenty years from the 
filing date, patent applicants could theoretically extend their patent term without end.  For example, 

an applicant could successively file a series of patent applications covering the same or similar subject 

matter, with slightly different claims before the first filed patent is issued.  Canadian courts have 
referred to this problem as the “evergreening” of patent term. 

http://www.ericsson.com/
https://www.smartbiggar.ca/insights/publication/double-patenting-the-canadian-perspective-for-u-s-practitioners
https://www.smartbiggar.ca/insights/publication/double-patenting-the-canadian-perspective-for-u-s-practitioners
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It has been argued that the “sin” of double patenting was removed for applications filed since October 

1, 1989 because the term of a patent is now calculated from the filing date regardless of the date of 
issue of the patent, thereby effectively precluding the possibility of indefinite “evergreening”.  

However, Canadian courts have affirmed that a later issuing patent may be invalidated for double 
patenting on the basis of an earlier issuing patent even in cases where the two patents expire on the 
same day4.  For example, a double patenting issue may still arise, and the Canadian Intellectual 
Property Office typically raises this issue, between a parent and a divisional, even though both patents 
would expire on the same day.“ [Emphasis Added].  

It is obvious to us, that CIPO, and the Government of Canada owe to look into the issue, as aligning divisional 
patent practice with other major jurisdictions, seems to be, a major forgotten element in the development of a 
modern patent practice in our country.  

 

        Respectfully, 
        On behalf of Ericsson Canada’s Patent Team, 
              

          
        ____________ 
        Alex Nicolaescu 

Director, Patent Unit Canada 
IPR & Licensing 
Ericsson Canada 
M.: +1-514-518-3086; Tel.: +1-514-379-8116  
8275 Route Transcanadienne 
Saint-Laurent, (Qc), Canada,  H4S 0B6 
alex.nicolaescu@ericsson.com  
www.ERICSSON.com  
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