
 

 

           

 
July 30, 2021 
 
By Email: ic.cipo-consultations-opic.ic@canada.ca 
 
 
Virginie Éthier 
Assistant Commissioner and Director General, Patent Branch 
Canadian Intellectual Property Office 
Department of Industry 
Place du Portage, Phase 1 
50 Victoria Street, Room 807A 
Gatineau, Quebec 
K1A 0C9 
 
Chère Madame Éthier: 
 
Re: Consultation - Canada Gazette, Part I, Volume 155, Number 27 (July 3, 

2021): Rules Amending the Patent Rules 
 

This letter is in response to the invitation for interested persons to make 

representations concerning the above-noted proposed Rules Amending the Patent 

Rules, as published in the Canada Gazette, Part I on July 3, 2021. FICPI Canada 

wishes to thank the Canadian Intellectual Property Office (CIPO) for the 

opportunity to comment on the proposed Rules. 

 

FICPI (the Federation Internationale des Conseils en Propriété Intellectuelle), 

comprises more than 5000 intellectual property attorneys in private practice in 86 

countries. FICPI Canada is a self-governing national association of FICPI and 

represents the interests of Canadian patent and trademark professionals. Our 

membership includes senior professionals at most major Canadian intellectual 

property firms. Our clients span all types and sizes of businesses, including multi-

national corporations, small and medium size enterprises, and individuals. 

 

We appreciate that the purpose of many of the proposed amendments is to try to 

reduce pendency of Canadian patent applications in view of a future Patent Term 
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Adjustment (PTA) system, the latter fulfilling Canada’s obligations of the Canada-

United States-Mexico Agreement (CUSMA). 

 

We have reviewed with interest the proposed Rules and accompanying Regulatory 

Impact Analysis Statement and provide comments on certain aspects of the 

proposal in broader terms, for consideration during preparation of the final version 

of the amended Rules. 

 

As noted above, the proposed amendments are directed to adapting certain 
aspects of Canadian patent practice in view of a future PTA system. In doing so, 
the proposal appears to import versions of various elements from foreign patent 
practice, notably those of the US, Europe and Australia. However, in broad terms, 
the proposal does not appear to fully consider: 
 

 Certain differences in patent law and practice between Canada and such 
foreign jurisdictions; and 

 The counterbalancing effect of other elements of foreign patent practice, 
which do not appear to be similarly imported into the proposed Rules. 

 
Examples of such issues shall be discussed in turn below. 
 
Double patenting and divisional practice 
 
It is acknowledged in the Regulatory Impact Analysis Statement that Canadian 
double patenting law is unique to Canada and is a very complex issue. We 
appreciate that CIPO cannot address this issue within the present regulatory 
process. 
 
However, we respectfully submit that much of Applicants’ behavior that results in 
protracted patent prosecution is directly caused by Canada’s double patenting 
doctrine. Therefore, bringing such amendments into Canadian patent practice 
without simultaneously addressing double patenting will result in significant 
prejudice against Applicants. 
 
In simple terms, Applicants can pursue claims in a divisional application without 
risk of double patenting in cases where CIPO has raised a lack of unity objection. 
This logically leads to the strategy that any and all claims of interest must be 
presented in a first application, to either get the claims granted together, or to have 
the opportunity to receive a lack of unity objection which can direct the filing of a 
divisional application “immune” from double patenting. As such, any mechanisms 
designed to discourage Applicants from presenting more claims and from 
introducing additional claims during examination directly contradict the demands 
put on Applicants by Canada’s double patenting doctrine. 
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In other countries, divisional applications can be pursued for additional claims 
without facing a risk of double patenting. One jurisdiction that has a double 
patenting practice is the US, where Applicants’ may file either a divisional 
application (to pursue non-elected claims following a lack of unity objection) or a 
“continuation” application (to pursue any other additional claims). Similar to 
Canada, US divisional applications filed to pursue non-elected subject matter 
pursuant to a unity objection are immune to double patenting from their parent 
case. US continuation applications do not have such immunity and may be prone 
to double patenting. However, US practice provides a simple tool to resolve such 
issues via “Terminal Disclaimer” practice, a mechanism to declare that the 
resulting patent will not expire later than the case being asserted against it and will 
cease to be enforceable if it does not remain commonly owned.  
 
We therefore believe that given the requirements of Canada’s double patenting 
system and its ensuing significant impact on prosecution strategy, it is very 
important to pursue legislative amendments to either eliminate double patenting or 
provide a tool such as in the US as an option to address such issues should they 
arise, even if such changes delay the coming into force of the proposed 
amendments to the Patent Rules. Since Canada has until January 1, 2025 to put 
in place a PTA system1, it should be possible to pursue legislative changes in 
respect of double patenting in the interim.  
 
Excess claim fees 
 
As noted in the Regulatory Impact Analysis Statement, many jurisdictions require 
payment of excess claim fees. It is however important to note that such 
jurisdictions include other provisions that counterbalance such a requirement, such 
as: 
 

 In many jurisdictions, such as Europe, multiple dependent claims are 
permitted at no extra charge. Europe also permits claims having 
multiple, alternative and/or optional embodiments within the same claim. 
In contrast, expressions routinely used in European practice such as 
“preferably”, “optionally”, etc., often provoke clarity objections under 
current Canadian examination guidelines.  Such features of European 
practice allow considerable consolidation of claim sets and a reduction 
in claim number.2 

 
1 Under the CUSMA, Canada has 4.5 years from July 1, 2020 to implement a PTA system, i.e., by 
January 1, 2025. 
2 In this regard, the intent of proposed Rule 80(1.1) is unclear. For example, is it intended to charge 
fees for multiple-dependent claims? Is it intended to charge individual excess claim fees for any 
elements listed as alternatives? Such proposals would place a significant burden of additional costs 
on Applicants and would be inconsistent with foreign jurisdictions. We assume the intent is to 
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 In Australia, which is noted in the Regulatory Impact Analysis Statement 
as being similar to Canada in certain aspects, claim fees are calculated 
at allowance, not at the beginning of examination. Further, Australia has 
a “postponement of acceptance” practice which gives Applicants a final 
opportunity to reduce the claim set once in condition for allowance. 
Taken together, this enables Applicants to decide which claims to retain 
and the payment of any associated fees, if necessary, once the final, 
accepted claim set has been established. 

 
Further, Canadian Applicants are essentially forced to present additional claims 
during examination, in some cases to simply provoke a lack of unity objection as 
noted above. 
 
Still further, corresponding foreign practice also typically influences Canadian 
patent prosecution. For example, Applicants often add foreign allowed or granted 
claims to their Canadian application during examination. 
 
We thus recommend that the Rules be clarified to specifically provide that: 
 

 Multiple dependent claims continue to be permitted at no additional charge; 

 Alternatives and optional embodiments continue to be permitted in claims at 
no additional charge. 

 
We also recommend that possible features be considered to counterbalance the 
introduction of a system of excess claim fees, such as: 
 

 Allowing embodiments of different scope within a single claim (e.g., 
“preferably”) at no additional charge; 

 Collecting claim fees only on the basis of the claim set at allowance; 

 Providing Applicants with an opportunity to amend claims once in condition 
for allowance, to reduce fees upon allowance; and 

 Providing Applicants with an opportunity to add corresponding foreign 
allowed or granted claims, at no additional charge. 

 

 
maintain the status quo because to interpret Rule 80(1.1) so as to answer the above posed 
questions in the affirmative would render the Canadian system more onerous than comparator 
jurisdictions, but the language should be clarified. 
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Request for Continued Examination (RCE) 
 
Timing of coming into force 
 
The proposed RCE practice appears to be inspired by US practice, which 
introduced RCE practice together with the introduction of PTA practice via the 
coming into force of the American Inventors Protection Act in 1999. 
 
It is first important to note that these two provisions (RCE and PTA) were 
introduced together, at the same time in the US, as one counterbalances the 
other. Under the RCE system, Applicants are encouraged to streamline 
prosecution - should Applicants prolong prosecution and file RCEs, they risk losing 
any PTA. However, without the concomitant existence of a PTA system, this 
potential benefit is absent. Therefore, introduction of an RCE system before a PTA 
system is prejudicial against Applicants, because they are burdened with 
additional limitations to patent examination without a counterbalancing possibility 
of a PTA. 
 
As noted above, Canada has until early 2025 to introduce a PTA system. This 
could result in a period of up to about 3 years in which Applicants are subjected to 
the limitations of RCE practice, without the counterbalancing possibility of a PTA. 
 
We thus recommend that the introduction of an RCE practice be delayed so 
that RCE and PTA are introduced at the same time, as they were in the US. 
 
Office Actions focused on unity 
 
Under US practice, Office actions relating to issues of unity of invention do not 
count towards the number of Office Actions that will trigger the filing of an RCE. 
 
In cases where a unity issue may exist, Canadian Office Actions relating to issues 
of unity tend to follow a mixed practice. In some cases, a first Office Action may 
present issues relating only to unity, and Office Actions relating to other issues of 
patentability are only issued once any unity issues are resolved. In other cases, an 
assumption is made regarding the subject matter likely to be of interest to the 
Applicant (which is perfectly reasonable and often gleaned from foreign 
prosecution), resulting in a hybrid Office Action raising both issues of unity and 
substantive issues directed to the presumed subject matter of interest (the 
Applicant is nonetheless free to select other subject matter for examination).  
 
We thus recommend that in view of the proposed practice, in cases where a unity 
of invention issue exists, an Office Action be issued only in that regard, that does 
not count towards the number of Office Actions that will trigger the filing of an 
RCE. 
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Appeals 
 
Under US practice, Applicants may appeal their case within the USPTO as early 
as after a second Office Action. This is in contrast to Canadian practice, where 
appeals are initiated by CIPO and Applicants have no control over the initiation of 
appeal proceedings, nor the timing thereof. With the proposed RCE practice, 
Canadian Applicants may find themselves in a situation where they feel that their 
case is not advancing during regular examination and have no option but to 
continue to file RCEs to keep the case pending until CIPO initiates an appeal. 
 
We thus recommend that with the introduction of RCE practice, changes are also 
introduced to appeal practice to allow Applicants to initiate appeals. 
 
Streamlining of Canadian Examination 
 
As noted in the Regulatory Impact Statement, CIPO provides training to minimize 
piecemeal examination and also encourages Examiner interviews, both of which 
are very helpful for Applicants. 
 
It is understood that piecemeal examination is more the exception than the rule, 
however given the large number of applications processed by CIPO, it does still 
occur, and the continued training in this regard is much appreciated. 
 
We recommend that in cases where piecemeal examination does occur, the Office 
Action in question does not count towards the filing of an RCE. An example of 
such an Office Action is one that raises a new objection that is not based on an 
amendment submitted in response to a previous Office Action. 
 
Regarding Examiner interviews, thus far, in practical terms, they tend to focus on 
non-substantive, minor issues, many of which may indeed be addressed by the 
proposed Conditional Notice of Allowance practice. It would thus also be welcome 
to see more opportunities for such interviews on substantive issues. Further, the 
US for example allows Examiner amendments, under which an Examiner can 
enter an amendment when authorized by the Applicant or their representative. 
Such a practice may further streamline Canadian prosecution. 
 
Correction of errors 
 
As in any other proceedings, unintended errors may occur during patent 
prosecution, both by Applicants and the patent granting authorities, which may go 
unnoticed for long periods of time. It is thus important for any patent system to 
have flexible mechanisms to correct such errors. 
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Prior to the coming into force of the current Patent Rules in 2019, it was possible 
to correct various types of errors, both prior to and after patent grant. In 2019, 
provisions for different types of corrections were introduced. Some of these 
provisions have placed severe limitations on the ability to correct such errors, for 
example via the introduction of new time limits for correction. It is very encouraging 
to see that the proposed amendments include changes to provide further flexibility 
for the correction of certain types of errors, such as relating to translations and fee 
payments. 
 
However, some of the 2019 changes still restrict the correction of various types of 
minor errors, notably after grant, in contrast to other jurisdictions. As such, certain 
types of minor, clerical errors, including those made during processing at CIPO, 
and which may go unnoticed for many years, may potentially become 
uncorrectable, which may be considered unduly harsh given the circumstances. 
 
It would thus be beneficial to reassess in particular various time limits in this 
regard, to provide greater flexibility for such corrections and to be more in line with 
other jurisdictions. 
 
Conclusion 
 
We hope that the above comments are informative and appreciate their 
consideration. FICPI Canada wishes to thank CIPO for the opportunity to provide 
these comments and invites CIPO to contact the undersigned should it have 
questions about them. 
 
Yours truly, 
 

FICPI Canada 
 
per Coleen Morrison, President 
and Serge Shahinian, Secretary 


