
From: MacMillan2, Craig (ISED/ISDE)
To: CIPO Consultations / OPIC consultations (IC)
Subject: FW: My initial reaction to Gazette I (v155, #27 of July 3, 2021) proposed amendments to the Patent Rules
Date: July 6, 2021 1:51:48 PM

For our records
 

From: Rooney, Krista (ISED/ISDE) <krista.rooney@ised-isde.gc.ca> 
Sent: July 6, 2021 1:48 PM
To: MacMillan2, Craig (ISED/ISDE) <craig.macmillan2@ised-isde.gc.ca>; Garand-Sheridan, Anne-Marie
(ISED/ISDE) <anne-marie.garand-sheridan@ised-isde.gc.ca>
Subject: FW: My initial reaction to Gazette I (v155, #27 of July 3, 2021) proposed amendments to the Patent
Rules
 
Hi Craig and Anne-Marie,

I trust this email is for you! J When I said reach out to me for the most recent amendments to the Patent
Rules I meant the ones that are currently in force – not the ones that were just published in Gazette I!
 
Should I respond to Kathleen and let her know I’ve sent her email to you for review and response.

Thanks.
 
Krista
 

From: Marsman, Ph.D., Kathleen <KMarsman@blg.com> 
Sent: July 6, 2021 1:44 PM
To: Rooney, Krista (ISED/ISDE) <krista.rooney@ised-isde.gc.ca>
Subject: My initial reaction to Gazette I (v155, #27 of July 3, 2021) proposed amendments to the Patent
Rules
 
Hi Krista,
Thank you very much for looking into the “same firm” issue!  We are very much relieved that agents in our
different offices across Canada will be considered as the same firm, regardless of our mailing addresses.
 
We are currently digesting the more recent Gazette I proposed changes to the Patent Rules, and for the
most part they are agreeable (and inevitable).  I must say: these came as quite a surprise, and the brief
window for feedback feels rushed.
 
However, there is one proposed change for which I see dire unintended consequences. I will be preparing a
submission during the 30-day feedback period and will likely focus only on this change.  Below I’ve
summarized my primary concern for you to ponder.
 
I will propose to delete the change to the Patent Rules that imposes an excess claims fee (ECF) at the time of
requesting examination (RE).  Specifically: Section 80(1) - 80(3), 81, and 83, as well as Item 10(b)(i)&(ii) of
Schedule 2.  I am perfectly fine with the ECF being assessed and charged at the time of Final Fee payment,
and I expect that having an ECF in place at all, even at the end of the examination process, when taken
together with a limit on the number of Office Actions, will motivate Applicants to refine their claims before
examination, and reduce the workload for Examiners.
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My primary concern is that charging the ECF at the time of RE will motivate premature cancellation of
important claims, which will compromise an Applicant’s right to safely file a divisional application.  Other
jurisdictions that charge an excess claims fee (such as the U.S and Europe) do not have the Canadian-specific
problem:  that divisional claims filed without first being identified as a separate invention in a unity objection
(often colloquially termed a “voluntary” divisional) stands to be invalidated in court simply by virtue of
relating to the same invention as the parent case (or worse: being obvious in view of the parent case).  Even
if CIPO does not raise a double patenting issue during prosecution of such a voluntary divisional application
(or perhaps the matter is raised & resolved in prosecution), this would invariably be the first line of attack in
litigation.  Both parent and divisional would be susceptible to this attack.  A common misconception is that
only the voluntary divisional itself (typically the later patent to issue) is the only one of the two patents
susceptible to invalidation for double patenting in this scenario.  However, there is no law or decision to
specifically protect the parent (or the patent that issues first).
 
Most PCT applications in my technical field (pharma/biotech) enter Canada with 50+ claims.  If Canada
imposes the ECF at examination, nearly all applicants will instruct us to pare down to 20 (rather than pay
$3000 in excess claim fees!).  However, my main concern is that the applicants will remove critically
important claims, and will miss out on the opportunity to have all desired claim types assessed for a unity
objection (a necessary pre-requisite to filing a defensible/valid divisional in Canada).  It seems that CIPO may
be unaware of the peril that a voluntary divisional (and its parent) will face if not protected by what may be
colloquially termed “Consolboard immunity” conferred by an Examiner’s unity objection. Consolboard v
MacMillan Bloedel 1981, 1 S.C.R. 504 established that a patent issuing from a divisional application cannot
be held invalid if CIPO required the divisional to be filed due to a unity objection.  This protection/immunity
from double patenting attacks is effective even if the parent and divisional could arguably be directed to the
same invention: the fact of the unity objection confers the protection to the unelected claims.
 
Of course, the view a court may take toward double patenting challenges to voluntary divisionals is not a
problem that CIPO can readily fix with changes to the Patent Rules.  The U.S. has addressed the matter with
terminal disclaimer practice for continuation and divisional applications. In Europe, patents arising from
divisional applications are not similarly susceptible.  Canada should consider the introduction of a new
terminal disclaimer practice, or a “continuation” practice (when a related filing is not a divisional per se).  In
addition, clarifying amendments to section 27.(1) of the Patent Act, may be desirable (which has been
interpreted to mean a strict 1:1 correspondence of no more than one patent per invention).  It is the
interpretation of “27.(1) The Commissioner shall grant a patent for an invention to the inventor….” which has
served as a basis of the invalidity attack that Consolboard immunity over-rides. The gap between Gazette I
and Gazette II is not right the time to make such additional changes.
 
Back to the Canadian-specific problem: here is an excellent summary from Jeff Slater and Julien Verneau
(Smart & Biggar), contrasting Canadian U.S. practice with regard to double patenting and emphasizing the
importance of receiving a unity objection before filing a divisional application:
 
https://www.smartbiggar.ca/insights/publication/double-patenting-the-canadian-perspective-for-u-s-
practitioners
 
Currently, CIPO will accept any voluntary divisional that is submitted in a timely way, with all of the
requirements met and fees paid.  Whether double patenting will be raised is a mystery that will only resolve
later in Examination.  But even if double patenting objections are raised during examination and overcome
(in the Examiner’s view), double patenting remains a primary ground of attack, should the patent be
litigated. 
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By imposing such a stringent ECF at the time of RE, Applicants will drastically reduce their claim numbers
strictly due to financial motivation.  Applicants will be inadvertently encouraged to pursue other desirable
claims (from amongst those claims cancelled) within voluntary divisional applications, which claims have
never been assessed by an Examiner for unity of invention in respect of the claims of the parent.  Should such
voluntary divisional claims issue to patent, their validity (and those of the parent case) will remain in question
and in peril for the entire 20-year term.  
 
If the Patent Rule changes proceed as currently proposed, the solution to this dilemma (which I would
recommend to my clients) would undoubtedly be quite irksome to CIPO:  that we reduce to 20 claims when
exam is requested (via a Voluntary Amendment), and later expand the claim set (also via a Voluntary
Amendment) to include all desirable claims, for the specific purpose of receiving a unity objection in the first
Office Action.  Then a claim group can be elected to proceed in the parent case (and unelected claims
cancelled).  Likely the elected claim set can easily be kept to 20 when ECF is assessed for payment with the
Final Fee.  Only with such a strategy as this (or an equivalent, which the creative patent agent profession will
devise) could unelected claim groups safely proceed in a divisional with Consolboard immunity.  This would
be critical to preserving the option of filing a divisional application (which in itself would be quite desirable to
CIPO from a revenue viewpoint). 
 
It is important to all Applicants, from large multi-nationals to small start-ups to individual small entity
inventors to protect all inventions that may be embedded in a patent application.  It is especially critical to
Canadian innovators, whose patent applications may encompass multiple inventions…but who may be forced
to only ever pursue one invention in Canada while having the opportunity to pursue multiple inventions
through divisional practice around the world.
 
My suggestion, which I will submit within the 30-day feedback period following Gazette I, will simply be to
delete the proposed changes to Section 80(1) - 80(3), 81, and 83, as well as Item 10(b)(i)&(ii) of Schedule 2
for these reasons.
 
Please feel free to forward this (rather lengthy) message on to any interested parties or colleagues.  These
points were not raised in the Gazette I impact statement/analysis.
Thanks you for taking the time to consider this, Krista!!
-Kathleen
 
 
Kathleen E. Marsman Ph.D.
Patent Agent
T  613.787.3572  |  KMarsman@blg.com
World Exchange Plaza, 100 Queen St., Suite 1300, Ottawa, ON, Canada K1P 1J9
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From: Rooney, Krista (ISED/ISDE) <krista.rooney@ised-isde.gc.ca> 
Sent: July 6, 2021 8:48 AM
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To: Marsman, Ph.D., Kathleen <KMarsman@blg.com>
Subject: RE: Urgent query regarding appointment of "all patent agents at the same firm" (amended Patent
Rules)
 
Hi Kathleen,
 
There is no plan for CIPO to release a statement at this time.  We have received a few operational questions
regarding the Patent Rules and have responded directly to the client.  Once we gather these operational
questions we will review to see if there are any issues that appear to be causing confusion and may choose
to release a communication at that point.
 
If you have any questions related to the most recent amendments to the Patent Rules you can reach out to
me directly.
 
Regards,
 
 
Krista Rooney
 
Gestionnaire - politique des brevets, Office de la propriété intellectuelle du Canada
Innovation, Sciences et Développement économique Canada / Gouvernement du Canada
krista.rooney@canada.ca / Tél: 819-639-8404 / ATS: 1-866-694-8389
 
Manager – Patent Policy, Canadian Intellectual Property Office
Innovation, Science and Economic Development Canada / Government of Canada
krista.rooney@canada.ca / Tel: 819-639-8404 / TTY: 1-866-694-8389
 
 
 
 
 

From: Marsman, Ph.D., Kathleen <KMarsman@blg.com> 
Sent: June 30, 2021 6:07 PM
To: Rooney, Krista (ISED/ISDE) <krista.rooney@ised-isde.gc.ca>
Cc: Vasudev, Scott (ISED/ISDE) <scott.vasudev@ised-isde.gc.ca>
Subject: RE: Urgent query regarding appointment of "all patent agents at the same firm" (amended Patent
Rules)
 
Thank you very much for this clarification, Krista! My colleagues and I feel greatly relieved!
It is still early days of implementation of these amendments to the Patent Rule (and for the CPATA register),
but I wonder:  is there any plan for CIPO to release a statement along these lines?  I expect that ours is not
the only multi-office firm pondering this question.
All the best,
-Kathleen
 

From: Rooney, Krista (IC) <krista.rooney@canada.ca> 
Sent: June 30, 2021 2:35 PM
To: Marsman, Ph.D., Kathleen <KMarsman@blg.com>
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Cc: Vasudev, Scott (IC) <scott.vasudev@canada.ca>
Subject: RE: Urgent query regarding appointment of "all patent agents at the same firm" (amended Patent
Rules)
 

[External / Externe]

Hello Kathleen,
 
Thank you for raising your concern with the Patent Branch.

The Office takes the position that when all agents of the same firm have been appointed, the postal address
provided with the appointment document does not restrict the appointment to that office location.  

The requirement to provide a postal address under section 29(2) has been modified slightly but remains
largely unchanged.  Under former section 29 there was a requirement, in the document appointing the
patent agent, to provide the Office with the postal address of the patent agent.  Under current section 29(2)
the requirement remains unchanged in that the appointment of all of the agents at a firm must include the
name and postal address of the firm. If all agents at a firm are being appointed, it is not necessary to list each
of the individual agents at the firm. An indication of the intent to appoint the firm or all agents at the firm as
patent agent in respect of the application, patent or other business is sufficient. 

The requirement to provide a postal address in the appointment documents is for correspondence purposes
only and does not speak to the appointment itself.  For example, if all agents of the firm Borden Ladner
Gervais (BLG) are appointed as patent agent on an application or patent and provides the Ottawa postal
address in the appointment, the Office considers all patent agents of the firm BLG to have been appointed
(regardless of their place of office) and the postal address provided in the appointment will be an indication
of where the office should send correspondence.  When the Office receives correspondence we will check
that the patent agent who submitted the correspondence is on the register, that they in fact work for BLG
and we won’t have regard to the office address the correspondence came from. 

As you may be aware, in our database we use PERC’s to identify and allocate patent agents to applications
and patents.  In the case where a firm has many office locations, the firm will have unique PERC’s associated
with their office locations.  It is a system/administrative requirement to ensure correspondence is sent to the
proper address.

I trust the information above addresses your concern.  If you have further concerns or questions, please
reach out. 

If you receive any indication that correspondence sent to the office is being disregarded for the sole reason
the firm address is different than what was recorded on the initial appointment of agent, I ask that you reach
out to me directly.

Regards,
 
Krista Rooney
 
Gestionnaire - politique des brevets, Office de la propriété intellectuelle du Canada
Innovation, Sciences et Développement économique Canada / Gouvernement du Canada
krista.rooney@canada.ca / Tél: 819-639-8404 / ATS: 1-866-694-8389
 
Manager – Patent Policy, Canadian Intellectual Property Office
Innovation, Science and Economic Development Canada / Government of Canada
krista.rooney@canada.ca / Tel: 819-639-8404 / TTY: 1-866-694-8389
 

From: Marsman, Ph.D., Kathleen <KMarsman@blg.com> 
Sent: June 29, 2021 6:17 PM
To: Vasudev, Scott (IC) <scott.vasudev@canada.ca>; Rooney, Krista (IC) <krista.rooney@canada.ca>; Turner,
Kimberly (IC) <kimberly.turner@canada.ca>
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Subject: Urgent query regarding appointment of "all patent agents at the same firm" (amended Patent
Rules)
 
Dear Krista, Kimberly and Scott,
I am writing to you with an inquiry of great importance.  I am copying all three of you because I am not sure
of who at CIPO can answer this question. 
 
The amendments to the Patent Rules that accompany the establishment of the College of Patent Agents &
Trademark Agents have caused us concern that when we appoint “all the patent agents” of Borden Ladner
Gervais LLP (BLG) to represent an applicant, that this might be interpreted as limited to only those agents at
a particular office location of our firm are being appointed.  However, we operate as a national firm, and we
intend to appoint “all the patent agents at the same firm” in a manner the includes all patent agents at all of
our offices across Canada.  Specifically, amended sections 27(1)- 27(8), and 28(1), 28(3), 28(5) of the Patent
Rules use this phrase, as well as elsewhere.  Amended section 29(2) implies that there is one postal address
of the firm, but surely this cannot be interpreted to define a firm by its physical location?
 
We have watched with great interest over the last 2 days as CPATA has been populating its “CPATA Public
Register”.  We note that the different office addresses of BLG are assigned unique “PF” numbers (which we
assume stands for “Patent Firm”).  We also note that each of our patent agents is only listed in association
with one of these PF numbers.  Does this nomenclature mean that our different office locations are being
treated as separate firms for the purpose of appointing “all patent agents” of the firm? Are our unique PF
numbers somehow linked in the CIPO records in a manner that somehow assigns us all under one
consolidated firm name or number, regardless of address?
 
The following PF numbers are listed on the CPATA Register as attributable to BLG: Ottawa PF00131;
Vancouver PF11505; Calgary PF11102; Montreal PF11500; and Toronto PF04064.  Would you (or someone
else at CIPO) be able to confirm for us that under CIPO’s interpretation of the Patent Rules as amended, that
CIPO views all 5 of these offices and register numbers as one consolidated firm for the purpose of appointing
“all patent agents” of BLG?
 
As you can imagine, we need to know urgently (and definitively) whether all patent agents of BLG, across
Canada, will be considered as being appointed regardless of our office locations.  We note that the vast
majority of the BLG correspondence with CIPO lists Ottawa as the mailing address (merely as a practical
matter), regardless of where the patent agent in charge of that particular application may reside.
 
We are acutely aware that an incorrect submission of any one of our CIPO submissions made over the last 48
hours could have dire consequences, potentially compromising the rights of the Applicants irrevocably.  If
certain critical submissions we believe to have been made correctly are later deemed deficient, we are
concerned that not all such submissions would have recourse.
 
We would be most grateful if someone at CIPO can urgently confirm for us that an appointment of all patent
agents of Borden Ladner Gervais LLP (regardless of the street or mailing address listed on the subject
correspondence) effectively appoints all of our patent agents in all of our offices nation-wide.
 
Thank you so much for your attention to this issue!
All the best,
-Kathleen
 
Kathleen E. Marsman Ph.D.



Patent Agent
T  613.787.3572  |  KMarsman@blg.com
World Exchange Plaza, 100 Queen St., Suite 1300, Ottawa, ON, Canada K1P 1J9
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