November 28, 2014

Canadian Intellectual Property Office
Trade-marks Branch

50 Victoria Street

Place du Portage Il

Gatineau, QC K1A 0C9

Attention: Darlene Carreau, Chair, Trade-marks Opposition Board,
Canadian Intellectual Property Office (CIPO)
Dear Ms. Carreau:

Re: Discussion Document regarding amendments to the
Requlations of the Trademarks Act

In response to the request for comments on the above Discussion Document, the
undersigned, all of whom are involved in the practice and/or study of trademark law in
Canada, request that the Regulations be amended to address concerns that were
consistently raised in submissions made before enactment of the amendments to the
Trademarks Act in Bill C-31. These proposed changes will benefit businesses and
trademark owners in Canada, and will reduce, we believe, the many costs, risks and
uncertainties that result from the elimination of "use" as a requirement for registration in
Canada.

Specifically, the following amendments are requested:

1. Voluntary statements of use:

Any applicant or registrant may file a statement, in a form to be prescribed by the
Registrar, of the date of first use in Canada for any specific goods and/or services set
out in the application or the registration, as the case may be. Only one statement may
be filed for any specific goods and/or services although additional statements may be
filed for other goods and/or services set out in the application or a registration. Under
no circumstances can multiple statements be filed for the same goods and/or services.
Such statement may be filed with the application, before advertisement, after
registration and/or on renewal. The Registrar may, in the Registrar’s discretion, in a
form to be prescribed, require that each such statement be accompanied by a fee, but it
is not expected that such statement would be subject to any examination by the
Registrar. Once filed, the Register and the certificate of registration/renewal, if
applicable, shall reflect the details of each such statement of use.

The regulations enacted under section 65(i) governing opposition proceedings would
provide that any applicant or registrant who files one or more voluntary statement(s) of
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use in Canada of a trademark for any goods and/or services would be presumed
rebuttable by any opposition evidence to have used such trademark in Canada in
association with such goods and/or services from the date(s) stated in any such
statement for the purposes of determining entitlement under s.16 (1) of the Act.

2. Proactive use of s. 45 to address abuse:

The Register shall, following the third anniversary of any registration, issue a notice to a
registrant requiring it to file evidence of use of the registered trademark in Canada in
association with the goods and/or services listed in such registration. In determining
whether, and when, to issue such notice, the Registrar shall not send any such notice in
respect of the goods and/or services for which any statement(s) of use has(have) been
filed by the registrant within the preceding three year period.

To clarify, the intent of this proposed voluntary statement regime is to improve the
usefulness of the Register for Canadian businesses and all others who search the
Register by providing helpful information about trademark use in Canada. There is no
intent to make any substantive change to s. 45 proceedings, except to forestall the
commencement of Registrar-initiated proceedings in respect of particular goods and/or
services for which a statement of use had been filed in any previous three year period.
The rebuttable presumption would only apply in opposition proceedings, and would not
impact any proceedings relating to abandonment, expungement or enforcement.

Respectfully submitted,

Susan E. Norman, Stewart McKelvey

Athar K. Malik, Cox & Palmer

Jennifer Petras, Senior Paralegal, Intellectual Property, MEGA Brands Inc.
Marjolaine Gagnon, Experiancia

Nathaly J. Vermette, Andrews Robichaud

Pascal Lauzon, BCF

Johanne Auger, BCF

Mihaela Dumitrean, Benoit & C6té

Robert Storey, Bereskin & Parr LLP

Francois Larose, Bereskin & Parr LLP

Brigitte Chan, Bereskin & Parr LLP

Jérémy Lemieux-Vallée, Cascades Groupe Tissu
Ismaél Coulibaly, DJB Lawyers

Johanne Daniel, Daniel & Associés

Virginia Lam, Degrandpré Chait

Stéphanie Thurber, Degrandpré Chait

Richard Levy, Degrandpré Chait

Marie Laure Leclercq, Degrandpré Chait

Daniel Drapeau, Drapeaulex

Caroline Charette, Gestion Dynamarque Inc.

Sebastien Lapointe, Holmested & Associés s.e.n.c.r.l./LLP
Micheline Dessureault, Joli-Cceur Lacasse S.E.N.C.R.L.
Benoit Trotier, Joli-Cceur Lacasse S.E.N.C.R.L.
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Jean-Francois Nadon, Joli-Cceur Lacasse S.E.N.C.R.L
Sandra Mastrogiuseppe, Kugler Kandestin, SENCRL/LLP
Lara Daniel, LDA Legal Inc.

Louis Martineau, Lespérance & Martineau

llana Chriqui, Mackage Soia & Kyo

Alexandre Michaud, McGill University - Faculty of Law
Diane Bellavance, Morency avocats

Malcolm McLeod, Norton Rose Fulbright Canada LLP
Laurent Carriere, Robic, LLP

Nathalie Jodoin, Robic, LLP

Louis-Pierre Gravelle, Robic, LLP

Francois M. Grenier, Robic, LLP

Dario Pietrantonio, Robic, LLP

Hugues Richard, Robic, LLP

Janet Dell’Orto, Spiegel Sohmer

Nancy Cleman, Sternthal Katznelson Montigny
Harold W. Ashenmil, Sternthal Katznelson Montigny
Louis Landreville

Paul B. Bélanger

Daniel lan Lack

Micheline Tellier

Nicholas Bertram

Trent Horne, Bennett Jones LLP

Dan Bereskin, Q.C., Bereskin & Parr LLP

Cynthia Rowden, Bereskin & Parr LLP

Scott MacKendrick, Bereskin & Parr LLP

Jonathan Colombo, Bereskin & Parr LLP

Janice Bereskin, Bereskin & Parr LLP

Sharyn Costin, Bereskin & Parr LLP

Terry Edwards, Bereskin & Parr LLP

Meghan Dillon, Bereskin & Parr LLP

Mark Robbins, Bereskin & Parr LLP

Mina Chana, Bereskin & Parr LLP

Stephen Beney, Bereskin & Parr LLP

Jennifer McKenzie, Bereskin & Parr LLP

Tim Sinnott, Bereskin & Parr LLP

Lloyd Sarginson, Bereskin & Parr LLP

Sheldon Burshtein

Anthony Prenol

Sarah O’Grady

Tarig Remtulla

Antonio Turco

Gervas Wall, Deeth Williams Wall LLP

Marijo Coates, Deeth Williams Wall LLP

Hung Nguyen, Deeth Williams Wall LLP

John Lucas, Deeth Williams Wall LLP



Tom Feather, Deeth Williams Wall LLP

Adam Lis, Deeth Williams Wall LLP

Lauren Lodenquai, Deeth Williams Wall LLP
Heather Watts, Deeth Williams Wall LLP

Cory A. Schneider, Devry Smith Frank LLP

Nancy Miller, Fogler, Rubinoff LLP

John McKeown, Goldman Sloan Nash & Haber LLP
Keri A.F. Johnston, Johnston Law

Coleen Morrison, Marks & Clerk

Elizabeth Sterling, Marks & Clerk

Sharon Groom, McMillan LLP

Peter Giddens, McMillan LLP

Stephen Georgas, Miller Thomson LLP

Catherine M. Dennis Brooks, Miller Thomson LLP
Danielle Bush, Miller Thomson LLP

Donna White, Osler, Hoskin & Harcourt LLP
Alexander Monic, Osler, Hoskin & Harcourt LLP
Barry Fong, Osler, Hoskin & Harcourt LLP

Clark Holden, Osler, Hoskin & Harcourt LLP
Katherine Guilmette, Osler, Hoskin & Harcourt LLP
Lee Webster, Osler, Hoskin & Harcourt LLP

Kelly Moffatt, Osler, Hoskin & Harcourt LLP

Jennifer E. McKay, Perley-Robertson, Hill & McDougall LLP
Riches, McKenzie & Herbert LLP

Kim Brulé, Ridout & Maybee LLP

Tim Bourne, Ridout & Maybee LLP

Peter R. Everitt, Ridout & Maybee LLP

Toni Ashton, Sim & McBurney / Sim Lowman Ashton & McKay LLP
Michelle Nelles, Torys LLP

Katharine Zayack, Zayack & Associates Inc.

Amalia M. Berg

Sheldon Lazarovitz

Stephanie Vaccari

Mala Joshi

Steven Z. Raber, Fillmore Riley LLP

Silvia de Sousa, Thompson Dorfman Sweatman LLP
Cory J. Furman, Furman IP Law & Strategy PC
Chris Woodland, MacPherson Leslie & Tyerman LLP
Kursty Peterson, MacPherson Leslie & Tyerman LLP
Yue (Sandy) Song, McDougall Gauley LLP

Lorraine Pinsent, Bennett Jones LLP

Rob McDonald, Q.C., Dentons Canada LLP

Neil F. Kathol, Field Law

Lisa D. Statt Foy, Field Law

Coby Schneider, Goodwin McKay

B. Rhiannon Adams, Parlee McLaws LLP



Gordon Sustrik, Q.C., Sustrik Law

Douglas B. Thompson Q.C., Thompson Woodruff Intellectual Property Law
Trisha A. Dore, Accupro Trademark Services LLP
Melissa L. Heywood, Accupro Trademark Services LLP
Kwan T. Loh, Bull, Housser & Tupper LLP

Marie Capewell, Capewell & Associates

Neil Melliship, Clark Wilson LLP

James Hatton, QC, Farris Vaughan Wills & Murphy LLP
Rosana Wedenig, Farris Vaughan Wills & Murphy LLP
Peter MacPherson, Farris Vaughan Wills & Murphy LLP
Bruce M. Green, Oyen Wiggs Green & Mutala LLP
Gavin N. Manning, Oyen Wiggs Green & Mutala LLP
George F. Kondor, Oyen Wiggs Green & Mutala LLP
Hilton W.C. Sue, Oyen Wiggs Green & Mutala LLP



